
 

LEMELSON PATENTS: ATTACKS FROM TWO FRONTS 

  Arthur H. Stroyd* 

 The attacks on Lemelson patents for bar coding and machine vision technologies 

continue – not only in the federal courts but now in the United States Patent and Trademark 

Office as well.  In addition to the recent trial in Nevada federal court seeking to have these 

patents declared invalid, the U.S. Patent Office has agreed to re-study the issuance of four 

Lemelson bar code and machine vision patents because the request for re-examination presented 

substantial new questions of their patentability, warranting another look by the Patent Office.  In 

reaching this decision, the PTO examiner concluded that a significant question of “double 

patenting” had been raised by the requests, in that Lemelson’s patents did not indicate that earlier 

patents had been considered before issuance.  Accordingly, there is a “substantial likelihood that 

a reasonable examiner would consider this issue important in deciding whether or not the claims 

are patentable.”  Because these requests for another examination into these Lemelson patents 

present reasonable, new interpretations of the disclosures, the PTO will proceed to re-analyze 

them because the public’s interest in valid patents is deemed to be best served by such a process.   

 On another front in Nevada federal court, twelve days of testimony before U.S. 

District Judge Philip M. Pro concluded in mid-January, 2003, and the parties are briefing their 

positions.  Judge Pro will be rendering a decision that could: 

• declare that the subject Lemelson patents involving bar code and machine 

vision are invalid; 

• hold that these Lemelson patents, while valid, were not infringed by the seven 

manufacturers initiating this lawsuit; or 

• hold that these Lemelson patents are valid and have been infringed. 
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 Any such holding by this trial judge will not be the final word on these Lemelson 

patents’ validity.  The party losing at the trial level will undoubtedly appeal, and the stakes are 

high enough that the U.S. Supreme Court may be the final arbiter of these issues.  If the patents 

are ultimately declared invalid, the 1,000 or more licensees of the Lemelson patents on bar 

coding and machine vision may not be relieved of their royalty obligations because the licensing 

agreements generally provide that royalties must continue to be paid during the term of the 

licenses, regardless of any declaration of the patents’ invalidity.  On the other hand, those 

companies who have not entered into such licensing agreements would be spared further 

harassment and litigation from the Lemelson Foundation if the patents’ invalidity were to be 

decided.  Of course, a holding by the Nevada federal court that the patents are valid would 

undoubtedly put users of these technologies who have not entered into a licensing agreement in a 

more precarious negotiating position.  It is also possible that the federal court could approach its 

decision on these patents’ validity from a third angle – a declaration that the patents, while valid, 

have not been infringed by these particular manufacturers.  Win or lose at the trial level, this 

controversy will certainly continue in the appellate courts into the future. 
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